
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223I3-I4S0 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. | CONFIRMATION NO. 



10/509,304 



09/24/2004 



Hans Werner Daub 



535 7590 09/13/2006 

THE FIRM OF KARL F ROSS 
5676 RIVERDALE AVENUE 
PC BOX 900 

RIVERDALE (BRONX), NY 10471-0900 



23023 



5418 



EXAMINER 



MAI. NGOCLAN THI 



ART UNIT 



PAPER NUMBER 



1742 

DATE MAILED: 09/13/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

10/509.304 


Appticant(s) ^ ^ 
DAUBETAL 


Examiner 
Ngoclan T. Mai 


Art Unit 
1742 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event* however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified atwve. the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communicatlon(s) filed on 22 June 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1 and 4-6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1 and 4-6 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner, 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) El Notice of References Cited {PTO-892) 4) □ Interview Summary {PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pape^' No(s)/Mail Date. . 

3) □ Infomiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomial Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademartc Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper NoTMail Date 20060908 
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DETAILED ACTION 
Claim Rejections - 35 USC§ 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 6 provide for the use of the hard metal, but, since the claim does not set forth any steps 
involved in the method/process, it is unclear what method/process applicant is intending to encompass. 
A claim is indefinite where it merely recites a use without any active, positive steps delimiting how this 
use is actually practiced. 

Claim 6 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without setting 
forth any steps involved in the process, results in an improper definition of a process, i.e., results in a 
claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brennen 255 F. Supp. 131, 149 USPQ 475 
(D.D.C. 1966). 

Ciaim Rejections - 35 USC§ 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for alt obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ederyd et al. (U.S. 
Patent No. 6,602,312, now "Ederyd") in view of Shaffer et al (U.S. Patent No. 5,057,147, now "Shaffer"). 

Ederyd discloses a cemented carbide comprising at least one hard phase in a binder phase which 
comprises 8.0 wt% Fe-Ni-Co, 0.7% Cr, wherein the Fe-Ni-Co has a composition of 40.5% Fe, 21.1% Cb 
and Ni remainder, col. 2, lines 4-11. The Cr content in the binder therefore is 7,7%. (0.7/9). The 



Application/Cdntrol Number: 10/509,304 Page 3 

Art Unit: 1742 

examiner notes that the instant claim changes the preamble -contains- to ''consisting of" which excludes 
component not listed in the claim. However, since the reference teaches possible addition of l^o (col. 2, 
lines 11-12, the examiner interprets it that Mo is not required in the reference as well as in the claim. 
Alternatively, it would have been obvious to one of ordinary skill in the art to eliminate Mo from the prior 
art material with the reasonable expectation of losing the advantages for which Mo is typically 
incorporated. It is by now axiomatic that the omission of a feature disclosed by the prior art along with 
its attendant function is a matte of obviousness for one of ordinary skill in the art. In re Thompson, 545 
F.2d 1290, 1294, 192 USPQ 275, 277 (CCPA 1976); In re Kuhle, 526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 
1975); In re Marzocchi, 456 F.2d 790, 793, 173 USPQ 228, 229-230, (CCPA 1972); In re Edge, 359 F.2d 
896, 899, 149 USPQ 556, 557 (CCPA 1966). Applicants have presented no evidence which demonstrates 
that the exclusion of Mo from the claimed material produces a results that would have been unexpected 
by one of ordinary skill in the art. 

Ederyd differs from the claims in that Ederyd teaches possible addition of Mo the cemented 
carbide for seal rings and silence for the use as cutting tool. 

Shaffer teaches materials used for seal rings can be used for cutting tool inserts, col. 1, lines 16- 
21 and col. 3, lines 12-15. Therefore it is reasonably expected that one of ordinary skill in the art would 
employ the seal ring's material taught by Eder/d for cutting tool inserts. 

Regarding claim 4, Ederyd et al teach the claimed limitation in col. 2, lines 23-37. As for claim 5, 
Ederyd is silence about the binder phase not having any hexagonal component. However where the 
claimed and prior art products are identical or substantially identical in structure or composition, or are 
produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best. 195 USPQ 430, 433 (CCPA 1977). The property as recited 
in the instant claim would have inherently possessed by the teachings of the cited reference. 
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Conclusion 



5. Applicant's annendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant Is reminded of 
the extension of time policy as set forth In 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Ngoclan T. Mai whose telephone number is (571) 272-1246. The examiner can normally 
be reached on 9:30-6:00 PM Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King can be reached on (571) 272-1244. The fox phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Infomfiation Retrieval (PAIR) system. Status infomiation for published applications may be obtained from 
either Private PAIR or Public PAIR. Status Infonmation for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 




Ngoclan T. Mai 
Primary Examiner 
Art Unit 1742 
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